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DETAILED ACTION 



Election/Restrictions 



1. 



Restriction to one of the following inventions is required under 35 U.S.C. 121: 



I. 



Claims 1-24, drawn to a clip, classified in class 606, subclass 157. 



II. 



Claims 25-26, drawn to a method of ligating, classified in class 606, subclass 



139. 



2. The inventions are distinct, each from the other because of the following reasons: 
Inventions I and II are related as product and process of use. The inventions can be 

shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product. See MPEP 
§ 806.05(h). In the instant case the product can be used in a materially different process such 
as clipping a stack of papers together. 

3. Because these inventions are independent or distinct for the reasons given above and 
there would be a serious burden on the examiner if restriction is not required because the 
inventions have acquired a separate status in the art in view of their different classification, 
restriction for examination purposes as indicated is proper. 

4. During a telephone conversation with Mr. Thomas Martin on 4/1 1/07 a provisional 
election was made without traverse to prosecute the invention of group I, claims 1-24. 
Affirmation of this election must be made by applicant in replying to this Office action. Claims 
25 and 26 are withdrawn from further consideration by the examiner, 37 CFR 1 .142(b), as being 
drawn to a non-elected invention. 
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Specification 

5. The disclosure is objected to because of tlie following informalities: clarification is 
needed regarding the passage in para. [0035], "a preload force is imposed on upper and lower 
support members... . so that the magnitude of the force is greater than necessary to move the 
upper and lower members 106, 108 into contact". This appears to be the basis for claim 4 and 
claim 17 but it is not exactly clear to the examiner what is meant by these two claims because it 
seems to the examiner that any spring clip is adapted to apply a force to the upper and lower 
support members to bias the upper and lower support members toward one another in a closed 
position, the force being greater than needed to move the upper and lower members into 
contact with one another. That is, the support members are biased close and are not being held 
together only by gravity. For the purposes of art rejections, the examiner has treated all spring 
clips biased closed as reading on this limitation. 

Appropriate correction is required. 

Claim Objections 

6. Claim 2 is objected to because of the following informalities: the wording of the claim 
"has a maximum diameter of 1.0 mm" is unclear. It is unclear whether the limitation is meant to 
indicate that the wire may have a diameter of less than or equal to 1 .0 mm or that the wire must 
have, somewhere along its length, a diameter of 1.0 mm, and the rest of the wire has a diameter 

. that is equal to or less than 1 .0 mm. For the purpose of art rejections, the examiner has treated 
the claim as though it reads "the wire has a maximum diameter of less than or equal to 1 .0 mm." 
Appropriate correction and clarification is required. 
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Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

8. Claims 1, 3-7, 12, 13, 15-20 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Parker (U.S. 3,125,789). Parker discloses a clip capable of ligating a fluid carrying structure, the 
clip comprising a mid-longitudinal axis, a distal and proximal end, and a length between the 
ends, an upper support member (27.29) oriented generally along the mid-longitudinal axis and a 
lower support member (19,21) oriented generally along the mid-longitudinal axis of the clip and 
a connector (10) at the proximal end of the clip, the connector joining the upper and lower 
support members, the clip being formed of a single piece of wire (col, 1 II. 44-47) having a first 
and second free end (15 and 33), each terminating proximate the proximal end (see fig. 3). 

9. Regarding claims 12 and 13, Parker discloses a clip comprising a mid-longitudinal axis a 
distal and proximal end and a length between ends, an upper support member and lower 
support member both being oriented generally along the mid-longitudinal axis of the clip 
between the ends of the clip and a connector. The lower support member is opposite the upper 
support member in a vertical plane parallel to the mid-longitudinal axis. Looking at the coil in figs 
1 or 3, element (1 1) of the lower support member starts to form the coil member. The first half of 
the coil (starting at (21,22)) is being considered part of the lower support member and the 
second half (which eventually becomes pieces (25,26,27)) is being considered part of the upper 
support member. Parker discloses a connector at the proximal end of the clip that joins the 
upper and lower support members, the clip being formed of a single piece of material having a 
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first and second free end terminating proximate the proximal end. At least one of the free ends 
faces in a direction that is transverse to the mid-longitudinal axis of the clip (see fig. 3). 

10. Regarding claim 15, the ends (15, 33) face a direction generally transverse to the mid- 
longitudinal axis of the clip. This is considered away from the proximal end of the clip. That is, 
away from the proximal end does not necessarily mean towards the distal end, rather any 
direction besides toward the proximal end. 

1 1 . Regarding claims 3 and 16, see col. 2 II. 54-57 (opening against the force of the 
connector). 

12. Regarding claims 4 and 17, the clip is a coiled torsion spring clip and is adapted to clip 
onto objects. 

13. Regarding claims 5. 6, 18, and 19, the connector includes a coil having an interior, the 
first and second ends of the wire terminating proximate the interior of the coil (see fig.3). 

14. Regarding claims 7 and 20, see (20) and (28). 

15. Claims 1 and 3-10 are rejected under 35 U.S.C. 102(b) as being anticipated by Perlin 
(U.S. 4,777,949). Perlin discloses a clip capable of ligating a fluid carrying structure, the clip 
comprising a mid-longitudinal axis, a distal and proximal end, and a length between the ends, 
an upper support member (46) oriented generally along the mid-longitudinal axis and a lower 
support member (36) oriented generally along the mid-longitudinal axis of the clip and a 
connector at the proximal end of the clip, the connector joining the upper and lower support 
members, the clip being formed of a single piece of wire (col. 2, II. 51-54) having a first and 
second free end (42,52), each terminating proximate the proximal end (see figure below). 

Proximal end (connector) 
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16. Regarding claims 3 and 4, the connector is adapted to bias the upper and lower support 
member toward one another. The connector applies a force to the support members that is 
greater than that needed to move the members into contact with one another as seen in fig, 7 
and 8, where the support members are able to flatten the vessel (V) and the clip is spring biased 
closed. 

17. Regarding claims 5 and 6. the connector includes a coil (28) having an interior. The ends 
are proximate the coil. 

18. Regarding claim 7. see (38) and (48). 

19. Regarding claims 8 and 9, see fig. 9. 

20. Regarding claim 10, see fig. 7 and 8, especially elements (70) and (72). 

21. Claims 1, 3-9, 12, 13, and 16-22 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Larsen (U.S. 2,113,991). Larsen discloses a clip capable of ligating a fluid 
carrying structure, the clip comprising a mid-longitudinal axis, a distal and proximal end, and a 
length between the ends, an upper support member oriented generally along the mid- 
longitudinal axis and a lower support member oriented generally along the mid-longitudinal axis 
of the clip and a connector (1) at the proximal end of the clip, the connector joining the upper 
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and lower support members, the clip being formed of a single piece of wire (col. 1 II. 38-41) 
having a first and second free end (5, 8), each terminating proximate the proximal end (see fig. 

3)- 

22. Regarding claims 12 and 13, Larsen discloses a clip comprising a mid-longitudinal axis a 
distal and proximal end and a length between ends, an upper support member and lower 
support member both being oriented generally along the mid-longitudinal axis of the clip 
between the ends of the clip and a connector. The lower support member is opposite the upper 
support member in a vertical plane parallel to the mid-longitudinal axis. For example, looking at 
the coil, the lower support member starts to form the coil member. The first half of the coil is 
being considered part of the lower support member and the second half is being considered part 
of the upper support member since it leads into it. Larsen discloses a connector at the proximal 
end of the clip that joins the upper and lower support members, the clip being formed of a single 
piece of material having a first and second free end terminating proximate the proximal end. The 
two ends face in a direction that is generally transverse to the longitudinal axis of the clip. The 
ends are being considered elements 5 and 8. Although the ends (5) turn up at their very ends, 
the majority of the ends (5) face in a direction that is transverse to the mid-longitudinal axis of 
the clip. 

23. Regarding claims 3 and 16, see col. 2 II. 54-57 (opening against the force of the 
connector). 

24. Regarding claims 4 and 17, the clip is a spring clip. 

25. Regarding claims 5, 6, 18, and 19, the connector includes a coil having an interior, the 
first and second ends of the wire terminating proximate the interior of the coil (see fig.3). 

26. Regarding claims 7 and 20, see (20) and (28). 
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27. Regarding claims 8. 9, 21 and 22. the upper and lower support members each have two 
parallel longitudinal members with a recess therebetween, the members of the upper support 
member being adapted to generally overlie the longitudinal members of the lower support 
member. 

28. Claims 1, 12, and 14 are rejected under 35 U.S.C. 102(b) as being anticipated by Sigler 
(U.S. 1,666,514). Sigler discloses a clip capable of ligating a fluid carrying structure, the clip 
comprising a mid-longitudinal axis, a distal and proximal end, and a length between the ends, 
an upper support member (6) oriented generally along the mid-longitudinal axis and a lower 
support member (2) oriented generally along the mid-longitudinal axis of the clip and a 
connector (4) at the proximal end of the clip, the connector joining the upper and lower support 
members, the clip being formed of a single piece of wire having a first and second free end 
(1.10), each terminating proximate the proximal end (see fig. 1). 

29. Regarding claims 12 and 14, the lower support member is opposite the upper support 
member in a vertical plane parallel to the mid-longitudinal axis. For example, looking at fig. 1. 
paper 1 1 defines a vertical plane and the support members are on opposite sides of the plane. 
The free end (10) faces generally toward the distal end of the clip. 

30. Claims 1, 3, 4-7, 10, 12, 13, 15-20, and 23 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Kees, Jr. (U.S. 4,777,950). Kees discloses a clip capable of ligating a fluid 
carrying structure, the clip comprising a mid-longitudinal axis, a distal and proximal end. and a 
length between the ends, an upper support member oriented generally along the mid- 
longitudinal axis and a lower support member oriented generally along the mid-longitudinal axis 
of the clip and a connector (34, 38, 40) at the proximal end of the clip, the connector joining the 
upper and lower support members, the clip being formed of a single piece of wire having a first 
and second free end , each terminating proximate the proximal end (see fig. 1). 
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31. Regarding claims 12, 13, and 15, the lower support member is opposite the upper 
support member in a vertical plane parallel to the mid-longitudinal axis. The examiner is 
considering portion (44) to be part of the lower support member since it connects to the lower 
support member in fig. 2 and portion (42) to be part of the upper support member. These 
portions are opposite each other on either side of a vertical plane (see fig. 3). The ends (32, 30) 
face a direction generally transverse to the mid-longitudinal axis of the clip. This is considered 
away from the proximal end of the clip. That is, away from the proximal end does not 
necessarily mean towards the distal end, rather any direction besides toward the proximal end. 

32. Regarding claims 4 and 17, the clip is used to seal off an aneurysm (col. 2 II. 31-33) and 
is a spring clip. 

33. Regarding claims 5, 6,18, and 19, the connector includes a coil (34). This coil has an 
interior because the free ends of the clip are proximate the coil, they are proximate of every 
portion of the coil including the interior of the coil. 

34. Regarding claims 7 and 20, see fig. 1. 

35. Regarding claim 10, see col. 2, II. 26-34. 

Claim Rejections - 35 USC § 103 

36. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

37. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pertin in view of 
Shipp et al. (U.S. 5,593,414). Pertin discloses the invention substantially above including that 
the clip is only a few millimeters in maximum dimension but is silent on the diameter of the wire. 
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38. However, Shipp et al. discloses that it is old and well known to use a wire having a 
diameter of 0.75mm to form a surgical clip. This small diameter allows the clip to be placed 
within an endoscopic surgical field through a 5 mm diameter trocar port. Therefore, it would 
have been obvious to one of ordinary skill in the art to modify the device of Perlin to use a 0.75 
mm diameter wire as made obvious by Shipp et al. in order to gain the advantage of being able 
to introduce the clip through a very small diameter trocar port. 

39. Claims 11 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kees, Jr. in view of Shipp et al. (U.S. 5,858,018). Kees discloses the invention substantially as 
stated above including that the clip may be applied using a clip applier, but does not disclose 
using a clip applier that includes a magazine adapted to hold a plurality of clips. 

40. However, Shipp discloses a surgical clip applier that avoids permanently deforming or 
weakening spring clips. The applier includes a cartridge (see fig. 2). Such cartridges are 
advantageous because they allow a plurality of clips to be delivered without having to remove or 
reload the device after a clip is delivered. Therefore, it would have been obvious to one of 
ordinary skill in the art to modify the device of Kees, Jr. to include a clip applier in combination 
with the clip that includes a magazine adapted to hold a plurality of clips as made obvious by 
Shipp in order to be able to deliver a plurality of clips without having to remove and reload the 
device after each clip is delivered. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Kathleen Sonnett whose telephone number is 571-272-5576. The 
examiner can normally be reached on 7:30-5:00, M-F, alternate Fridays off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anh Tuan Nguyen can be reached on 571-272-4963. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



KCS 4/17/2007 



GLENm<. DAWSON 




